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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 18 August 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-3,5-10 and 12-19 is/are pending in the application. 

4a) Of the above claim(s) 18 and 19 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-3.5-10. 12-17 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Receipt is acknowledged of a reply to the previous Office Action, filed August 18, 
2008. Amendments were made to claims 1 and 9. Claims 4 and 1 1 are canceled. 
Claims 1-3, 5-10 and 12-19 are pending, claims 1-3, 5-10 and 12-17 are under 
consideration. 

Any rejection of record in the previous Office Action, mailed April 17, 2008 that is 
not addressed in this action has been withdrawn. 

Because this Office Action only maintains rejections set forth in the previous 
Office Action and/or sets forth new rejections that are necessitated by amendment, this 
Office Action is made FINAL. 

Response to Arguments Concerning Claim Rejections -35 USC §103(a) 

Applicants' arguments filed on August 18, 2008 have been fully considered. The 
following grounds of traversal are presented: 

Applicants' argue that claims 1 and 9 are methods directed to obtaining binding 
partners, and claim 16 is a method directed to screening for binding partners. Cronan 
supplies the binding partners, therefore they are already known. Therefore, Cronan 
does not support the instant rejection. 

Furthermore, the binding partner is for the protein of interest, and not the affinity 
tag. In Cronan, the binding partner is disclosed to be an antibody that binds to the 
fusion protein via the post-translational modification sequence, as opposed to the claims 
which require binding to the protein of interest. Also, the post-translational modification 
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sequence/affinity tag is to permit the fusion protein to be identified or isolated by means 
of the post-translational modification. The post-translational modifications are chosen 
beforehand to coincide with the known reagents. 

Applicants also argue that one of ordinary skill in the art would not look to Rigaut 
to provide an affinity tag because Cronan already included one. If the skilled artisan 
replaced the biotination sequence with an affinity tag from Rigaut, the resulting 
construct would no longer encode a post-translational modification sequence. 

Lastly, there is no basis for employing both a post-translational sequence, and a 
further affinity purification sequence. 

Applicants' arguments have not been found persuasive for the following reasons. 

The Examiner disagrees that the Cronan does not teach a method directed to 
obtaining binding partners. The word "obtaining" is broader than screening and does 
not exclude known partners. The Examiner is interpreting "obtaining" to have a similar 
meaning as providing. There is no language in the specification to indicate that "obtain" 
is equivalent to "screen." As for screening for binding partners, the Examiner was citing 
Rigaut, not Cronan, to teach this limitation, as explained in the prior office action. 
Rigaut, not Cronan, was also used to teach that the method is for identifying binding 
partners of the protein of interest. Although Cronan does teach an antibody as a 
binding partner, it also envisions other compounds that bind to the fusion protein. It 
does not state specifically that the binding partner is binding to the protein of interest, 
but again, that is what Rigaut teaches. Furthermore, in response to applicant's 
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arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

There is no need to replace the biotination sequence with the tag from Rigaut. 
Rigaut teaches using one or two affinity tags. Since Cronan teaches that the biotination 
sequence can also act as a tag, there would be no need to replace it, if not desired. 



Allowable Subject Matter 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHELE K. JOIKE whose telephone number is 
(571)272-5915. The examiner can normally be reached on M-F, 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on (571 )272-0951 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michele K Joike 
Examiner 
Art Unit 1636 



/David Guzo/ 
Primary Examiner 
Art Unit 1636 



